BEMAIUCS 

This is in response to the Office Action maUed April 8, 2003, setting a shortetied 
statutory period for response of tbxee (3) months. As this reply has been filed within this tiiiie 
period, it is timely filed. The Commissioner is hereby authorized to charge any additional fees to 
Deposit Account number 02- 1 8 1 8. 

Claims 22-35 and 37-39 are currently pending in flie present application. Claim 22 has 
been amended hereia. Claims 145-178 have been added. Claim 22 has been amended to exclude 
dienes from the polymer blend. Applicants assert that no new matter has been added in light of 
the above amendnoents. 

Hie Examiner has rejected all of the pending claims under 35 U.S.C. §102 (b), or 
alternatively under §103 (a) as being unpatentable avei Babrowicz et al. (WO 97/36741). 

A. Babrowicz et al. Does Not Anticip a te or Render Obvious Claims 22-35 and 37-39 

Claims 22-35 and 37-39 stand rejected under 35 U.S.C. §102 (b), or alternatively under 
§103 (a) as being unpatentable over Babrowicz et al. (WO 97/36741). Applicants respectfiilly 
traverse these rejections and request withdrawal of the same. 

Independent claim 22 of the present invention, as amended, is directed to a monolayer 
film fabricated from non-diene containing polymer blead. The notj-diene containing polymer 
blend contains a first component of a polymeric materia] capable of being cross-linlced and is 
selected from the group consisting of an ethylene containing polymer, the first component is 
present in an amount by weight of the fihn fcom about 50% to about 95%. The blend fiiither 
contains a second component which is not readily cross-linkable, and is selected from the group 
consisting of propylene containing polymers and methyl pentene containing polymers, the 
second component being present in an amount by weight of the fihn from about 50% to about 
5%. The first and second components each have a meltbg point temperattire determined by 
DSC, and a portion of the first component is cross-linked, while the second component is 
essentially free of cross-linking. 

Babrowicz et al. discloses a polymer blend and multilayer film utilizing the polymer 
blend in at least one layer. The polymer blend, which is capable of being cross-linked, must 
contain a Polymeric Crosslink Enhancer (PCE) which is formed from monomeric units derived 
from a) at least one polyene monomer, b) at least one C2-C20 olefinic monomer, and optionally c) 
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at least one or more copolymerizable monomers other than a or b. (See, Babrowicz et al. at page 
12, lines 13-16). The Exaiainer states that Babrowicz et al. discloses a fiten containing a blend of 
a polyolefin such as a metallocene generated ethylene/octene copolymer having a density of 
0.901 g/cc, and ethylene propylene diene monomer CEPDM) as in Applicants' propylene 
containing polymer. (See OfBce Action of 4/08/03 at page 3, third paragraph). 

Babrowicz et al is particularly directed to the use of a PCE, to selectively enhance the 
crosslinKng with respect to a certain layer or layers of a multilayer film. (See, Babrowicz et al. 
at p . 7, hnes 1 9-27). The PCE, composed of at least one polyene monomer, at least one C2 - C20 
olefin monomer and optionally a third copolyroerizable monomer, when added to a film layer 
results in a higher degree of cross-linking flian other layers. (See, Babrowicz et al. at p. 7, line 
28 to p. 8, line 1 1). Babrowicz et at. defines a polyene as any unsaturated aliphatic or a alicychc 
compound containing at least four caihon atoms in a chain and having at least tvvo carbon-carbon 
double bonds. The polyenes exempHfied by Babrowicz et al are EPDMs, and the compounds 
listed on p. 12, line 19 to p. 13, line 12. Thus, the polyenes may be dienes or compounds 
containing more than two double bonds. 

In confrast, the AppUcants claim a polymer blend which does not contain a dieue and is 
both cross-linked by irradiation, and capable of forming heat seals. A signijgcant advantage of 
the present invention is that it provides an irradiated monolayer film structure which is heat 

The inclusion of the limitation in claim 22 of a '"non-diene containing polymer blend" 
does not add new matter. As demonstrated in the examples of the present invention (See, 
Specification at p. 17-1 8), several non-diene containing formulations have been developed which 
meet the claimed physical and perfcimance requirements, such as heat sealing. 

The proper test for determining whether a claim hmitation finds support in the 
specification can be found in Application ofWertfieim, where the CCPA explained that: 
[t]he function of the description requirement is to ensure 
that the inventor had possession, as of the filing date of the 
application relied on, of the specific subject njatter later claimed by 
him; how the specification accomplishes this is not material, 
(citation omitted) It is not necessary that the application describe 
the claim limitations exacUy...but only so clearly that persons of 
ordmaiy skill in the ait will recognize from the disclosure that 
appellants invented processes including those limitations, 
(citations omitted) 
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Application ofWertheim, 541 F.2d at 262. 

The CCPA held in Wertheim tjiat applicants were entitled to claim priority to an early 
filed Swiss ^plication. The Examiner and Board refused to allow a claim of priority because 
the Swiss application did not provide support for the claimed range of 35-60% solids content in a 
process claim formating fireeze-dried coffee. Instead the Swiss application recited a solids 
range of from 25% to 60% with examples of a solids content of 36% and 50%. The CCPA 
reversed stating that there was adequate support for the more narrow range. The CCPA held that 
the apphcants satisfied the written description stating that: 

_[)] n the context of flik invention, in Hght of the description 
of the tQvention as employing solids contents within the range of 
25-60% along with the specific embodiments of 36% and 50%, we 
are of the opinion that, as a factual matter, persons skilled in the art 
would consider processes employing a 35-60% solids content 
range to be part of appellants' invention and would be led by the 
Swiss disclosure so to conclude. (Citation omitted) The PTO has 
done nothing more than argue lack of literal support, which is not 
enough. If lack of literal support alone were enough to support a 
. rejection under §112, then the statement of In re Lukach. that "the 
invention claimed does not have to be described in insis verbis in 
order to satisfy the description requirement of §112," is empty 
verbiage. The burden of showing that the claimed invention is not 
described in the specification rests on the PTO in the first instance, 
and it is up to the PTO to give reasons why a description not in 
ipsis verbis is insufficient. 

Application of Wertheim, 541 F.2d at 265. 
The Court forfher states: 

[t]hat what appellants claim as patentable to them is less 
than what they describe as their invention is not conclusive if their 
specification also reasonably describes that which they do claim. 
Inventions are constantly made which turn out not to be patentable, 
and ^plicants frequently discover during the course of prosecution 
that only part of what they invented and originally clauned is 
patentable. 

Application ofWertheim, 541 F.2d af263. 

In Ihe present case. Applicants' original claims included polymer blends that did not 
exclude dienes. Babrowicz et al. discloses a polymer blend of an EPDM wifli specific 
polyolexing including polypropylene. Thus, Apphcants have amended the claims to exclude 
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polymer blends containing dienes. In support of these ameiidments, the specification describes 
several polymer blends suitable for caijying out the present invention which do not contain 
dienes. Specifically, the examples of disclose blends of: (1) ULDPE and homopolymers of 
propylene, and (2) UIX.PE and propyleoie and ethylene copolymers, which are capable of 
forming heat seals. Thus, the disclosure supports the non-diene limitation of the claims, as the 
examples denjonsHate that the use of a diene is not needed to produce the products of the present 
invention. It flirther shows that Applicants were in possession of this invention at the time of 
filing. Accordingly, this amendment does not add new matter. 

Applicants respectfully assert that Babrowicz et al. fails to anticipate the claimed 
invention, as amended herein. The present invention, as amended in independent claim 22 is 
directed to a monolayer film fabricated from non-diene containing polymer blend. 

Accordingly, AppHcants respectfiiUy request that the rejection of claims 22-35, and 37-39 
on the basis of 35 U.S.C. §102(b) and § 103Ca) be withdrawn. 

B. BabrowicT: et al. Does Not Ant icipate or Render Ohvinns New Claim-; ] 4.i-] 7S 

New claims 145-161 are directed to a monolayer fihn fabricated &om a two-component 
polymer blend. The claims disclose a blend consisting essentially of a. Sxst component of a 
polymeric material capable of being cross-linked and is selected from the group consisting of an 
ethylene containing polymer, the first component present in an amount by weight of the fihn 
firom about 50% to about 95%. The blend fiBther contaios a second component which is not 
readily cross-linkable, and is selected from the group consisting of propylene containing 
polymers and methyl pentene containing polymers, the second component being present in an 
amount by weight of the Ehn from about 50% to about 5%, The first and second components ' 
each have a melting point temperature determined by DSC, and a portion of the first component 
is cross-linked, while the second component is essentially free of cross-lmldng. Claims 145-161 
are written to exclude components that would materially affect the blend, such as the PCEs or 
dienes of Babrowicz. For the reasons argued above, claims 145-161 are distinguished from 
Babrowicz et al. 

New claims 161-178 are directed to a monolayer film fabricated from a two-component 
polymer blend. The claims disclose a blend consisting of & first component of a polymeric 
material capable of being cross-linked and is selected from the group consisting of an ethylene 
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contaming polymer, the first componeat present in an amcmnt by weight of the jSIm &ora about 
50% to about 95%. The blend fiirther contains a second component which is not readily cross- 
linkable, and is selected &om the group consisting of propylene contaiHing polymers and meflxyl 
pentene containing polymers, the second component being present in an amount by weight of the 
fihn fiom about 50% to about 5%. The first and second components each have a melting point 
temperature determined by DSC, and a portion of the first componeat is cross-linked, while the 
second component is essentially jfree of cross-linking. For the reasons argued above, claims 161- 
178 are written to exclude PCEs or dienes and axe thus distinguished from Babrowicz et al. 

Therefore, Applicants assert that new claims 145-178 do not contain new matter and are 
distinguished overthe disclosure in ^oirotvics et al 



In view of the foregoing remarks. Applicants submit that all pending claims are ii 
condition for allowance and respectfiilly request a notice of the same. 





RespectfiiUy submitted, 
BELL, BOYD & LLOYD LLC 



Date: July 8, 2003 



jRleg- No. 34,604 
P.O. BoxU3S 
Chicago, Illinois 60690-1 135 
Phone: (312) 807-4335 
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541 FEDERAL KEWJBTBR, M SERIES 

I -—^j ^T^ao thpn HiaMns free2e-<3ned instant coffee wci 



9. Patsnfa «=66(1.24), 90(1) 

aaims 2. 37 38 of pateat ap!^ 
tion rdaUng to process tor mafcrng Ire^ 



id the 



ited States patent, 
elating 



to process for mak- 



^:srlT:tiet^:^tr;/-!.l 

Joseph F. Nakamora, Washington. B_a, 
for the Commisdoiier of Patents; Gerald H. 
Bjorgc, Washington, C, of counsel. 



,. Patents S^IOKH) 

Claims 6-10, 12-15, 17, and^ MAKKEX umei 

''^'^'^''"t^tStptT^pJy.^i-^ mct^Iamwiu, Lane a, 



lication as origins 
ly filed and was added to the application in 
iution of statute, since the orip»^ 
filed specifioation dearly conveyed to those 
. that applicants in- 



jacH, Judge. 

This appeal is from the decision 
Patent and Trademark Office (PTO) B.. 
of Appeals aferming the final rejection ^ 
daini/l-^ all the claims in apphcation 
serial No.' 96^85, filed December 8, 1970, 
entiUed "Drying Method." > The appeal_oi 




■ With respect w paieut application 

were properly ^if^J^l^^K^'^^ 
CSS Claims i>-^" »»" -- --'^ improperly 
rejected on gronnds of obviousness. S5 U.S. 
CJi- 5 103. 
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541 FEDEKAL REPOkxek, 2, 



the foam maiy be dried in lumps or plat< 
undisclosed sfee, whidv are reduced to 
obviously smaller preferred particle 
grinding only after being dried. The s 
itor argues that the d^med, "range" ha 
upper limit, wherefore it is not diselc 
The dear implication of this disclosed m 
fication is that appcUanta' specification < 



which particle siz« is 



The "Nott-Interference" CIaims--S-3S 
appellants 



In the Examiner's Am 
were granted the benefit o 
of then- Swiss application i 
2T-85, and 40-^ The e 



he filing d! 



contaiiung solids in suspension and so! 
hon may be dried without undergoii 
loss of aromatic volatiles by a proce 

«d to a substantia! ovCTrun wiife^oi 
ng evaporation of said aqueous liqui 
'r~.^ing ssii foam to below its eutecl 
while avoiding evaporation of. tl 



6-15 and 26 the benefit of appellants* Swiss 

filing date. Appellants' parent and Swiss 
applications contain the same disclosures 
concermng particle size as does the apphca- 
tion on appeal, and we shsJl treat all the 

irigM of foreign priority claimed by appel- 

Our ana^y^is of these claims will be bfo- 
Icen down by the type of claim involved, i. 
e.. process, apparatus, and product, and not 
as the board addressed them. In each dis- 
cussion we will apply as prior art under 

§ 102(e) only those portions of the Pfluger 
patent disclosure that were carried forward 
from the Pfluger 1963 application (Pfluger 
1963) _th^gh the two suteequent applica- 



is: claim 6, from which claim 
17 depend; claim 18; claim 
li claim 20 depends; anddair 



ration of air or other gas such as nitrog 
therein by first whipping and then fre, 
ing the foam, preferably by conduct) 
freeang. ^ During the, foaming step, it 



troduction to a soMon'or sospecdc 
dry ice, L e., solid carton dioxide 
suitably ground or particulate 1 
whereby carbon dioxide gas is liber 
upon subliming of the "dry ice" to c 
foaming of the solution oi 



tacidcj?to'°f '"■^^"'^ freezing thereof 
foam preferably has a high overrun 
, whereby the density of the solution or 
suspension is changed from above 1.0 
gro./ax .to between 0.1-0.5 gms/cc 
Example I, the sole disclosed embodiment in 
which the foam density, is. given, shows 
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2^ ™der Category Vj, supr^ CU" 
aione. With the exceptioa of freeze con 
pat^'^tve'''"''* ^ S^'isl' 

dosed by Mnger 1M3 °i indi^t^ 

patentabiiity of daim 21dSfaeJ f 

LJaim 22 adds only a redtatiou of the inapt 
pses used m the foaming step, which were 
taownm the prior art. Claims 26-28 recite 
the particle sizes of claims 6, 16 and IL 
respectively; these particle ai^' ^ r,ot 
snffiojent to show unobviousness for the 
reasons ghmi supra. Claim 23; which was 
*o rejected under Cateeors- VI, recites the 



APPLICATION OF WEBTHEIM 



pms reatahon of the density of the final 
product to be obtained from the-p^ces^i 
they dehnUt That persons skilled iTTr 



lirst parjgrapb, which is aot before 
The only tjuestion hare is whether the <ir 
ject matter of claims 17, 18, and t 
obvious under dear, 
.It^f'.'^ <"^-^ - Produ 



_ Claims 24 and 25, to which Pfluger 1963, 
Be George, and the British patent were 

5aidrm?ii:„':f^:5;ru^- 

er c aims 9 and lo, supra. Temperature 
and foam thicknesses witUn the claimed 
ranges are disclosed by Pfluger 1S63 in 
Eiample VI (freezing foam at SO'F on a 
belt and Subsequently loading foam onto 



^ity iom D "^W s ^ '""^ ""^"'^ 
encv.rffi. T ''P"^^ Theinher- 
a ^ ™' adverted to by 
«ie Board can be gleaned only from appel- 
lants disclosure, if anywhere, which may 
not be used aiyflFnqt th^ :". 



fTUSPQ 260 (Oust. & 
re Nomiya, 509 P.2d 
JSt. & P3tApp.I975). 



Claims 17, 18, and 29, on the other hand 
recite the bulk density of the final product 
raadc by each process in positive terms 
The board dismissed these fins! product 
density hmitations as being merely^ita- 
bons of the mhercnt result of observing the 
foam density and solids content rangS set 
forth in these clanns. Although We foi 
above that appellants' specrjcation. as fi 
aoes not disclose re|ru!atin^ product dens 



The rejection of process clainK 6-14 le 
and 21-23 is afiTraed; the rejection of 
daims 17-20, and 29 is rev^. 

B. AppoTztus Claims SOSS 
[13] The preamble of independent claim 



density could : 
distinguish ove 
these claims dc 



i ™ daim 6." AppeltoS^ntjn^ 

4 hat this preamble gives "Kfe and meaning" 
I un I *° define the interre- 
s lationship of the mechaniea! elements recit 

5 ^ the body of the daims. This argn' 
<■ meat appears to be based on Kropa V Rn. 

. 478 (1951), the classic case in this court on 
rLf Tu*™*^'™ °' preambles. In 

■ ATOpa the court surveyed prior cases and 
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at4S0-Sl; 
JP«OT that the preamble has been 
d the effect of a limitation where 



Pf^^esr 1963. in a portion carried forward 
to the patent, disclose, the fallowi47 

° iflw application or in 

™" ' • appiieation. 



- an atmospheric ft 

Mntained the frozen foamy 



-., ™>: irreamoie mere 
ise or intended use of th 

»e do not snbseribe to the b 



plant handling; appUcatioL-'^Th^rthi 
fro^^^^^^T ^. ""^^^''y •"nsfeired 
irom one food handling station to anoth- 
er, deposited in trays or continno belt 
^pen»sed on one another, or otherwii' 

rfr:'^'nrnetf%™2'L:f- 

of 2 typical freeze drying- operation the 
tra^'stek^^ frozen^and deposited onto 



rr" "n wie body. See In re 

^f|«ee, S27 F.2d 1405, 1S« USPQ iss (Cust 
& PafiApp.1976). The oontexrofTsd^Tn' 
vention is dear without reference to claim 
which the preamble "An abra^ve Se" 
was the only portioi of the claim defmin? 

a'ftdy of ae dt-r~ '"'"^^ 
"Hie term calls forth a distinct" rSSiSite 
Between the proportions of grain and resin 
comprising the artiele." Ig7 F'2d at 112 <!» 
CCPA at 882, 88 USPQ at ^1 



fo^T" '''^ appHeati'on' Th^ 

.irZ!" T f taekcd one npon the other 
"pon a forammous drying: member pei- 
e °f '^^ *7|ng 5ne^ 

TlTngUi ^of"si41^\^^!: 
^^fons it is imperative that thV2m^ 
eraiure of the foamy mass be m " 



le drying to assure that 



the K 



of daims 3^-35 separately frj^ daim SO 
and concede that Carpenter discioses the 
feature added in claim 31. We find that 



1 ^""ons 01 Ordinary sMl in 

i art. These references are to be viewed 
what they disdose in their entireties 
I not merely for then- inventive eontribu- 

of r";^ iZf ^^'"^ 
7, 186 USPQ 227, 232 (Cust & PatApp. 



nbstantially 



of the foamy ma 

least a majority „ iuuwiure 2 
erably is superficially dry to the touch, i 
e. m the neighborhood of 10-2OSS moisi 

tore by weight. , 
^6d forw^' Kluger 1963, which is 
^ <=<>ntroffiiig the vacn- 

c mber to assure a product tempera- 
ture be ow -WP. (De George teaches that 
the melting point of a 28% solids content 
extract is about 2T-F, whereas the eutectic 
temperature is constant .legardless of eon- 
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OF 

13.6*F.) De George appellarits, pi 

endlesa belts, low comparable t< _ 

leans, and appel- e., 0^.3 gm/cc 

lants. -fflHlc arguiog that l>e George treats specification. Th 

the handling of solid slabs of frozen extract density, ri 

on refrigeration belts and not frozen overlap thos 

foamed extracts, do not and cannot deny the Pflugei _ 

that De George discloses apparatus that and foam densities overlapping those of ap- 

persons of ordinary skin in the art wouW pdlaats will produce instant coffee whicji is 

have deemed snitaWe for handling foams in indistinguishable from appellants' products, 

the nxanner shown by Pfluger- Appellants There b no evidence showing that Pfliiger's 

also contend that neither reference discloses product prepared, for example, nsing an 

the "spreading device" recited in the claims, extract of 30% solids content foamed to a 

Pfluger 198S showing onlj; the application density of 0.S gm/cc differs from appel- 

of %" diameter ribbons of foam through a lants' claimed products in any way, cert^n- 

m?reSretM"irthe ^Son of Sflu^r Ive^, S18*^2d 1228, 1233-M, 186 USPQ 

1968 qnoted snpra to the deposition of the 161, 165-66 (Cnst. & Pat^p^MTS). That 

- ■ ' claims may nrit be disclosed or suggested by 
Pfluger 1968 is not relevant to patentabili- 

vice" is not defined in any special way by matter completely disclosed by Pfluger 

appellants and is broad enough to be the 1953^ complete disclosm^ in the prior art 

means for applying the foam to, the belt being the epitome of obviousness. Jn re 

suggested by Pfluger. The rejection ol Peaisoa, 494 F.2d 1399, 181 USPQ 641 

claims 30-S5 is affirmed. (Oust. & P3t,App.l974). The rejection of 

r. Pr^ne.t aaims IS and 40-43 product claims under § 108 on 

mm. .mms pfluger' is affirmed. 



laims are cast in product- 
. Although appellants ar- 



Mntrol of bulk d< 
:ts d^^by th 



:y afforded by appcl- 
patentability of the pixxj- 
le claims, rather than the 
■3 what we 
inust gauge in light of the prior art See f ji 
re BMgefotd, 357 r.2d 679, 53 CCPA 1182, 
149 USPQ 55 (19G6). Each of these cWms 
defines a freeie-dried instant coffee prod- 
uct made by processes which, appeUants 
have contended with respect to their proo- 



appeal is distnissed as to withdrawn 

is affirmed as to claims 1, 4, 5-16, 
80-35 and 40-^, and is reversed as 
ras 2, 17-20, 29, 87, and 88. 

MODIFIED 
APPENDIX 



their proc- 2. The process of daim 1 wherein the 
the foam extract is concentrated to between 35% and 
taught by G0% soluble solito prior to the foamine step. 



IS "proper"; appellants do aol 
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